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DETAILED ACTION 
Claim Objections 

to 

1 . Claim 4 is objected to because of the following informalities: Claim 4 recites in 
part, in line 2, "each capacitor is place onto the capacitor stack". It appears that the 
word place should have been spelled -placed-. Appropriate correction is required. 

2. Applicant is advised that should claim 5 be found allowable, claim 21 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). Claim 21 is claim 5, rewritten in independent format (see 
remarks filed 3/8/2005, page 12). 

3. Applicant is advised that should claim 9 be found allowable, claim 24 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). Claim 24 is claim 9, rewritten in independent format (see 
remarks filed 3/8/2005, page 12). 
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4. Applicant is advised that should claim 17 be found allowable, claim 27 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). Claim 27 is claim 17, rewritten in independent format (see 
remarks filed 3/8/2005, page 12). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by IBM 
Technical Disclosure Bulletin NN81 024261. 

NN81 024261 discloses an apparatus capable of manufacturing a capacitor stack 
for a flat capacitor (it manufactures stacks of electronic components including ceramic 
plates and ferrite components), the apparatus comprising a fixture (plunger 40 and 
bosses 40a) capable of holding a plurality of capacitor layers defining a capacitor stack 
as each of the plurality of layers is placed onto the capacitor stack, and means capable 
of continually applying a compression force (spring 36) on the capacitor stack until each 
of the plurality of capacitor layers have been placed onto the capacitor stack. 
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NN81 024261 is structurally identical to the limitations as worded in the claims and thus 
is capable of meeting the intended usage. 

It should be noted that NN81 024261 is in the same technical field as the 
invention - the manufacture of electrical components. Beyond that, NN81 024261 has 
many similarities, such as that the devices are layered, and manufactured with stacking 
and compression. 

As to claim 2, NN81 024261 also discloses a structure equivalent to the base pad 
(plunger 40 and bosses 40a) that is capable of holding the capacitor stack and is 
continually urged upwards (via the means for continually applying a compression force). 

As to claim 3, NN81024261 discloses a structure equivalent to the base pad 
(plunger 40 and bosses 40a) capable of continually urging the capacitor stack upward 
and an upper member (retaining arms 26 and 28) capable of contacting the top surface 
of the capacitor stack. 

As to claim 4, NN81 024261 discloses an alignment system (positioning tongue 
24) that is an alignment system capable of aligning each of the plurality of capacitor 
layers as each capacitor layer is placed onto the capacitor stack. 

7. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Breyen (US 
Patent 6,042,624). 

Breyen discloses an apparatus for forming a capacitor stack for a flat capacitor, 
comprising a fixture (see Figures 5a, 5b, and 5c) for holding a plurality of capacitor 
layers defining a capacitor stack as each of the plurality of capacitor layers is placed 
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onto the capacitor stack, and means capable of continually applying a compression 
force (springs 213a and 213c) on the capacitor stack until each of the plurality of 
capacitor layers have been placed onto the capacitor stack. 

8. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Hahne 
(WO98/51602). 

Hahne discloses an apparatus capable of forming a capacitor stack comprising a 

» 

fixture (Figure 1 , items 2, 3, 4 and 8) capable of holding a plurality of capacitor layers 
defining a capacitor stack until each of the plurality of capacitor layers have been placed 
on the stack, and means for continually applying a compression force (items 6, 7 and 9) 
on the capacitor stack until each of the plurality of capaciotro layers have been placed 
on the stack. 

As to claim 2, Hahne discloses that the fixture includes a base pad (item 8) which 
is capable of being continually urged upwards. 

As to claim 3, in addition to the base pad (item 8), Hahne discloses an upper 
member capable of contacting the top surface of a capacitor stack (flaps 13 and 14). 

As to claim 4, the side members of the fixture (Figure 1 , items 2 and 3) are 
capable of functioning as an. alignment system as claimed. 



Claim Rejections - 35 USC § 103 
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9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forthin this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

11. Claims 6, 7, 10-16, 18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over IBM Technical Disclosure Bulletin NN81 024261 as applied to claims 
1-4 above, and further in view of Farahmandi (US 6,233,135). 

NN81 024261 discloses the fixture (items 40 and 40a) and the force member 
(spring 36). Hahne discloses that the fixture includes a base pad (items 40 and 40a) 
which can be forced upwards and that the positioning tongue of the fixture (item 24) are 
capable of functioning as an alignment system as claimed. NN81 024261 also discloses 
an upper member capable of contacting the top surface of a capacitor stack (retaining 
arms 26 and 28) and these members are capable of moving as claimed 

The references do not suggest a placement member for placing the capacitor 
layers into the fixture. 
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Farahmandi discloses a placement member (see Figure 8c, items 100, 101, and 
102) for placing the capacitor layers into the fixture. The X-Y controller (i.e., a robotic . 
controller) ensures proper positioning of the layers on the cloth, and then places the 
layers into the stack. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to have utilized such a placement member in order to 
ensure proper layer positioning. 

As to claim 7, Farahmandi discloses that the placement member includes an X-Y 
controller (i.e., a robotic controller). 

As to claim 10, NN81 024261 discloses the use of springs for forcing the 
capacitor layers together (item 36) 

As to claim 1 1 , see the rejection of claim 6 above. 

As to claim 12, NN81 024261 as incorporated above discloses that the force 
member (spring 36) can be used to force the base pad upwards. 

As to claim 13, NN81 024261 discloses the use of springs for forcing the layers 
together (item 36). 

As to claims 14 and 15, in addition to the base pad (item 40 and 40a), 
NN81 024261 discloses an upper member capable of contacting the top surface of a 
capacitor stack (retaining arms 26 and 28) which are capable of moving. 

As to claim 16, NN81 024261 discloses a positioning tongue for the fixture (item 
24) that is capable of functioning as an alignment system as claimed. 
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As to claim 18, Farahmandi as incorporated discloses that the placement 
member includes an X-Y controller (i.e., a robotic controller). 

As to claim 20, the apparatus of NN81 024261 and Farahmandi is capable of 
continually applying compression force as claimed. 

12. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Breyen (US Patent 6,042,624) as applied to claim 1 above and further in view of Hahne 
(WO98/51602). 

Breyen discloses all of the elements of claim 1 . Breyen also discloses a base 
pad (item 207), but does not discloses that the base pad is urged upwards. 

Hahne discloses a stacking structure which keeps stacked elements in position 
by utilizing a fixture which includes a base pad (item 8) which is capable of being 
continually urged upwards. One in the art would immediately appreciate that such 
elements ensure proper orientation and stacking of the layers. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have used 
such base pad elements in order to ensure proper orientation and stacking of the layers. 

As to claim 3, in addition to the base pad (item 8), Hahne discloses an upper 
member capable of contacting the top surface of a capacitor stack (flaps 13 and 14) 
which are capable of moving. 

As to claim 4, Hahne discloses side members of the fixture (Figure 1 , items 2 and 3) 
that are capable of functioning as an alignment system as claimed. 
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13. Claims 6, 7, 10-16, 18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Breyen and Hahne as applied to claims 2-4 above, and further in 
view of Farahmandi (US 6,233,135). 

Breyen and Hahne make obvious the fixture (Figure 5c) and the force member 
(items 213a and 213c). Hahne discloses that the fixture includes a base pad which can 
be forced upwards and that the side members of the fixture (Figure 1 , items 2 and 3) 
are capable of functioning as an alignment system as claimed. Hahne also discloses an 
upper member capable of contacting the top surface of a capacitor stack (flaps 13 and 
1 4) and these members are capable of moving as claimed 

The references do not suggest a placement member for placing the capacitor 
layers into the fixture. 

Farahmandi discloses a placement member (see Figure 8c, items 100, 101, and 
102) for placing the capacitor layers into the fixture. The X-Y controller (i.e., a robotic 
controller) ensures proper positioning of the layers. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have utilized such 
a placement member in order to ensure proper layer positioning. 

As to claim 7, Farahmandi discloses that the placement member includes an X-Y 
controller (i.e., a robotic controller). 

As to claim 10, Breyen discloses the use of springs for forcing the capacitor 
layers together (items 213a and 213c, and see Figures 5a to 5c and corresponding 
descriptions in columns 23 to 25) 



0 
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As to claim 1 1 , see the rejection of claim 6 above. 

As to claim 12, Hahne as incorporated above discloses that the force member 
can be used to force the base pad upwards. 

As to claim 13, Breyen discloses the use of springs for forcing the capacitor 
layers together (items 213a and 213c, and see Figures 5a to 5c and corresponding 
descriptions in columns 23 to 25). 

As to claims 14 and 15, in addition to the base pad (item 8), Hahne discloses an 
upper member capable of contacting the top surface of a capacitor stack (flaps 13 and 
14) which are capable of moving. 

As to claim 16, Hahne discloses side members of the fixture (Figure 1, items 2 
and 3) which are capable of functioning as an alignment system as claimed. 

As to claim 18, Farahmandi discloses that the placement member includes an X- 
Y controller (i.e., a robotic controller). 

As to claim 20, the apparatus of Breyen, Hahne and Farahmandi is capable of 
continually applying compression force as claimed. 

Allowable Subject Matter 

14. Claims 5, 9 and 17 are objected to as being dependent upon a rejected base 

Q 

claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

15. Claims 21-29 are allowed. 
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Response to Arguments 

16. Applicant's arguments filed 3/8/2005 have been fully considered but they are not 
persuasive. 

17. In response to applicants argument that some of the references (such as Hahne) 
do not stack the capacitor layers, or that some of the references do not teach continual 
compression (Breyen and Hahne), a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. In 
a claim drawn to a process of making, the intended use must result in a manipulative 
difference as compared to the prior art. See In re Casey, 370 F.2d 576, 152 USPQ 235 
(CCPA 1967) and In re Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). In 
this case, Breyen is capable of being used to provide continual compression, and 
Hahne is capable of continual compression. 

18. In any event, new reference NN81 024261 has been applied in new rejections 
which address the continual compression issue. NN81 024261 is structurally identical to 
the limitations as worded in the apparatus claims and thus is capable of meeting the 
intended usage. Furthermore, it should be noted that NN81 024261 is in the same 
technical field as the invention - the manufacture of electrical components. Beyond that, 
NN81 024261 has many similarities, such as that the devices are layered, and 
manufactured with stacking and compression. 
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19. Furthermore, with regard to applicant's arguments as to the Farahmandi 
reference, applicant's arguments are unpersuasive. Applicant correctly points that 
placement member is an X-Y sprayer, but ignores that the sprayed layers are then 
placed into a stack to form the capacitor layers. While Farahmandi's disclosure may be 
radically different than applicant's disclosure, Farahmandi is interpreted as reading on 
applicant's claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George R. Koch III whose telephone number is (571) 
272-1230 (TDD only). If the applicant cannot make a direct TDD-to-TDD call, the 
applicant can communicate by calling the Federal Relay Service at 1-866-377-8642 and 
giving the operator the above TDD number. The examiner can normally be reached on 
M-Th 10-7. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Fiorilla can be reached on (571) 272-1 187. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free), yi / , y 




George R. Koch III 
Patent Examiner 
Art Unit 1734 
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